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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Seniorlink Incorporated, ) Opposition No. 91240352
Opposer )
) Serial No.: 87/331,730
Vs. ) )
) Mark: caregllcgers
A Place for Mom, )
Applicant ) Published: October 3, 2017

ANSWER TO NOTICE OF OPPOSITION AND AFFIRMATIVE DEFENSES

Applicant, A Place for Mom (“Applicant”) hereby answers Opposer, Seniorlink
Incorporated (“Opposer”) Notice of Opposition to Application Serial No. 87/331,730, and asserts

affirmative defenses as follows:

1. Answering Opposer’s Paragraph 1, Applicant admits the allegation to the extent

coregiver
that EYhomes 1 der Serial No.: 85/858,989 is listed in the U.S. Patent & Trademark Office’s

public records as the owner of the mark.

2. Answering Opposer’s Paragraph 2, Applicant admits the allegations set forth in
Paragraph 2.
3. Answering Opposer’s Paragraph 3, Applicant admits the allegations set forth as to

the allegations set forth in Paragraph 3.

4. Answering Opposer’s Paragraph 4, Applicant admits the allegations set forth as to
the allegations set forth in Paragraph 4.

S. Answering Opposer’s Paragraph 5, Applicant lacks sufficient knowledge or
information to form a belief as to the allegations set forth in Paragraph 5 and, accordingly, denies

the same.



6. Answering Opposer’s Paragraph 6, Applicant lacks sufficient knowledge or
information to form a belief as to the allegations set forth in Paragraph 6 and, accordingly, denies
the same.

7. Answering Opposer’s Paragraph 7, Applicant lacks sufficient knowledge or
information to form a belief as to the allegations set forth in Paragraph 7 and, accordingly, denies
the same.

8. Answering Opposer’s Paragraph 8, Applicant denies the allegations set forth in
Paragraph 8.

0. Answering Opposer’s Paragraph 9, Applicant denies the allegations set forth in
Paragraph 9.

10.  Answering Opposer’s Paragraph 10, Applicant denies the allegations set forth in
Paragraph 10.

11.  Answering Opposer’s Paragraph 11, Applicant denies the allegations set forth in
Paragraph 11.

12.  Answering Opposer’s Paragraph 12, Applicant denies the allegations set forth in
Paragraph 12. .

13.  Answering Opposer’s Paragraph 13, Applicant denies the allegations set forth in
Paragraph 13.

FURTHER ANSWER AFFIRMATIVE DEFENSES

Applicant asserts the following affirmative defenses and further answer to Opposer’s
Notice of Opposition to Application Serial No.: 87/331,730:
1. The claims made in the Notice of Opposition are barred, in whole or in part, because

coregiver

homes

there is no likelihood of confusion, mistake, or deception between Opposer’s mark

Page 2 — APPLICANT’S ANSWER — Opposition No. 91240352



caregi®ers

and Applicant’s mark, especially considering that Opposer has expressly
disclaimed the exclusive right to use “CAREGIVER HOMES” apart from the mark as shown, and
Applicant has expressly disclaimed the exclusive right to use “CAREGIVERS.COM” apart from
the mark as shown.

2. The claims made in the Notice of Opposition are barred, in whole or in part, by the
doctrines of waiver, estoppel, or acquiescence because third parties have registered and/or used
similar marks for similar services. Attached hereto as Exhibit 1 are true and correct copies of
USPTO records showing the uses of, applications for, and registrations for similar “caregiver”
marks.

3. The claims made in the Notice of Opposition are barred, in whole or in part, by the
doctrine of unclean hands and or prior registrations because Opposer sought to register its mark
despite preexisting similar marks used for similar services that include the word “caregiver” as
well as a heart design. See Exhibit 1.

4. The claims made in the Notice of Opposition are barred, in whole or in part, because
the word “caregiver” is descriptive of the services claimed by Opposer. Office actions for similar
“caregiver” marks demonstrate that the USPTO treats the word “caregiver” as descriptive, with
the word being defined as (among potential other definitions) “an individual, such as a family
member or guardian, who takes care of a child or dependent adult.” Because any similarities here
result from a descriptive word, Opposer cannot state a claim upon which relief can be granted.

5. Defendant is at least entitled to a registration with the restriction already placed on
its application by the Examiner’s Amendment and existing disclaimer—that Applicant will not

claim the exclusive right to use “CAREGIVERS.COM” apart from the design mark as shown.
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With this restriction, no confusion, deception, or mistake is likely to result between Opposer and

Applicant’s marks.
WHEREFORE, Applicant prays that the “Notice of Opposition” be denied and that the

Application be allowed to proceed to registration with the limitation already set on the

caregivers

mark.

Respectfully submitted,

By:
rdnces M. Jagla,
anc Powell PC
601 S.W. Second Avenue, Suite 2100
Portland, Oregon, 97204

Tel: 206-223-7749

Fax: 503-778-2100
trademarks@lanepowell.com

Attorney for Applicant
A Place for Mom
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CERTIFICATE OF SERVICE

I, Kristi Dale Hoofman, hereby certify under penalty of perjury of the laws of the State of
Washington that I caused to be served a copy of the foregoing document to the following person(s)

in the manner indicated below at the following address(es):

Christopher D. Casavale

Nelson Mullins Riley & Scarborough LLP

301 South College St. Suite 2300

Charlotte, NC 28202

UNITED STATES

ip@nelsonmullins.com, chris.casavale@nelsonmullins.com,
john.mcelwaine@nelsonmullins.com

Phone: 843-534-4252

DATED this 31 day of October 2018.

Luoto Ol Yoo

Kristi Dale Hoofman
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nited

States of e,

Anited States Patent and Trabemark Office ‘?

v .
caregiver/ist

Reg. No. 4,574,383
Registered July 29, 2014

Int. Cl.: 35

SERVICE MARK
PRINCIPAL REGISTER

P sty % Lo

Deputy Divector of the United States
Patent and Trademark Office

CAREGIVERLIST, INC. (ILLINOIS CORPORATION)

650 W. GRACE STREET, SUITE 2

CHICAGO, IL 60613

FOR: PROVIDING A WEBSITE FEATURING RATINGS AND REVIEWS RELATING TO
SENIOR CARE SERVICE PROVIDERS AND EDUCATORS AS WELL AS PRODUCTS FOR
SENIOR CARE, IN CLASS 35 (U.S. CLS. 100, 101 AND 102).

FIRST USE 11-30-2006; IN COMMERCE 11-30-2006.

OWNER OF U.S. REG. NOS. 3,578,237 AND 4,439,898.

THE COLOR(S) BURGUNDY AND PINK IS/ARE CLAIMED AS A FEATURE OF THEMARK.
THE MARK CONSISTS OF THE WORDING "CAREGIVERLIST" IN STYLIZED FONT WITH
THE COLOR BURGUNDY IN THE WORDING "CAREGIVER", THE COLOR PINK IN THE
HEART DESIGN ABOVE THE LETTER "I" IN THE WORDING "CAREGIVER" AND THE
WORD "LIST".

SEC. 2(F) AS TO "CAREGIVER LIST".

SER. NO. 85-903,488, FILED 4-13-2013.

GIANCARLO CASTRO, EXAMINING ATTORNEY



REQUIREMENTS TO MAINTAIN YOUR FEDERAL
TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE
DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten Years®
What and When teo File:

First Filing Deadline: You must file a Declaration of Use (or Excusable Nonuse) between the
Sth and 6th years after the registration date. See 15 U.S.C. §§1058, 1141k. If the declaration is
accepted, the registration will continue in force for the remainder of the ten-year period, calculated
from the registration date, unless cancelled by an order of the Commissioner for Trademarks or a
federal court.

Second Filing Deadline: You must file a Declaration of Use (or Excusable Nonuse) and an
Application for Renewal between the 9th and 10th years after the registration date.*
See 15 U.S.C. §1059.

Requirements in Successive Ten-Year Periods*
What and When to File:

You must file a Declaration of Use (or Excusable Nonuse) and an Application for Renewal between
every 9th and 10th-year period, calculated from the registration date.*

Grace Period Filings*

The above documents will be accepted as timely if filed within six months after the deadlines listed above
with the payment of an additional fee.

The United States Patent and Trademark Office (USPTO) will NOT send you any future notice or
reminder of these filing requirements.

*ATTENTION MADRID PROTOCOL REGISTRANTS: The holder of an international registration with
an extension of protection to the United States under the Madrid Protocol must timely file the Declarations
of Use (or Excusable Nonuse) referenced above directly with the USPTO. The time periods for filing are
based on the U.S. registration date (not the international registration date). The deadlines and grace periods
for the Declarations of Use (or Excusable Nonuse) are identical to those for nationally issued registrations.
See 15U.S.C. §§1058, 1141k. However, owners of international registrations do not file renewal applications
at the USPTO. Instead, the holder must file a renewal of the underlying international registration at the
International Bureau of the World Intellectual Property Organization, under Article 7 of the Madrid Protocol,
before the expiration of each ten-year term of protection, calculated from the date of the international
registration. See 15U.S.C. §1141j. For more information and renewal forms for the international registration,
see hitp://www.wipo.int/madrid/en/.

NOTE: Fees and requirements for maintaining registrations are subject to change., Please check the
USPTO website for further information. With the exception of renewal applications for registerved
extensions of protection, you can file the registration maintenance documents referenced above online
at http://www.uspto.gov.
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Reg. No. 4,775,171
Registered July 21, 2015
Int. Cl.: 41

SERVICE MARK
PRINCIPAL REGISTER

W.Mk zsk

Director of the United States
Patent and Trademark Office

States of Ynyp,.

Wnited States Patent and Trabemark Office I[‘?

CAREGIVERS KITCHEN LLC (INDIANA LIMITED LIABILITY COMPANY), DBA
CAREGIVERS KITCHEN

4319 WEST CLARA LANE

PMB # 305

MUNCIE, IN 47304

FOR: CULINARY AND NUTRITION TRAINING FOR THE HOME HEALTH INDUSTRY, IN
CLASS 41 (U.S. CLS. 100, 101 AND 107).

FIRST USE 3-30-2011; IN COMMERCE 3-30-2011.

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "CAREGIVERS", APART FROM
THE MARK AS SHOWN.

THE COLOR(S) MEDIUM BLUE FADING TO LIGHT BLUE IS/ARE CLAIMED AS A FEA-
TURE OF THE MARK.

THE MARK CONSISTS OF THE WORDING "CAREGIVERS KITCHEN" IN MEDIUM BLUE
SCRIPT WITH A OPEN STYLIZED HEART OVER THE TOP LEFT CORNER OF THE TEXT.
THE HEART IS MEDIUM BLUE AT THE TOP AND FADING TO LIGHT BLUE AT THE
POINT.

SER. NO. 86-209,051, FILED 3-3-2014.

CAROLINE WOOD, EXAMINING ATTORNEY



REQUIREMENTS TO MAINTAIN YOUR FEDERAL
TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE
DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten Years®
What and When to File:

First Filing Deadline: You must file a Declaration of Use (or Excusable Nonuse) between the
Sth and 6th years after the registration date. See 15 U.S.C. §§1058, 1141k. If the declaration is
accepted, the registration will continue in force for the remainder of the ten-year period, calculated
from the registration date, unless cancelled by an order of the Commissioner for Trademarks or a
federal court.

Second Filing Deadline: You must file a Declaration of Use (or Excusable Nonuse) and an
Application for Renewal between the 9th and 10th years after the registration date.*
See 15 U.S.C. §1059.

Requirements in Successive Ten-Year Periods*
What and When to File:

You must file a Declaration of Use (or Excusable Nonuse) and an Application for Renewal between
every 9th and 10th-year period, calculated from the registration date.*

Grace Period Filings*

The above documents will be accepted as timely if filed within six months after the deadlines listed above
with the payment of an additional fee.

*ATTENTION MADRID PROTOCOL REGISTRANTS: The holder of an international registration with
an extension of protection to the United States under the Madrid Protocol must timely file the Declarations
of Use (or Excusable Nonuse) referenced above directly with the United States Patent and Trademark Office
(USPTO). The time periods for filing are based on the U.S. registration date (not the international registration
date). The deadlines and grace periods for the Declarations of Use (or Excusable Nonuse) are identical to
those for nationally issued registrations. See 15 U.S.C. §§1058, 1141k. However, owners of international
registrations do not file renewal applications at the USPTO. Instead, the holder must file a renewal of the
underlying international registration at the International Bureau of the World Intellectual Property Organization,
under Article 7 of the Madrid Protocol, before the expiration of each ten-ycar term of protection, calculated
from the date of the international registration. See 15 U.S.C, §1141j. For more information and renewal
forms for the international registration, see http://www.wipo.int/madrid/en/,

NOTE: Fees and requirements for maintaining registrations are subject to change. Please check the
USPTO website for further information. With the exception of renewal applications for registered
extensions of protection, you can file the registration maintenance documents referenced ahove online
at http://www.uspto.gov.

NOTE: A courtesy e-mail reminder of USPTO maintenance filing deadlines will be sent to trademark
owners/holders whe authorize e-mail communication and maintain a current e-mail address with the
USPTO. To ensure that e-mail is authorized and your address is current, please use the Trademark
Electronic Application System (TEAS) Correspondence Address and Change of Owner Address Forms
available at http://www.uspto.gov.
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nited

Tnited States Patent and Trademark Office (?

Reg. No. 4,260,024
Registered Dec. 18, 2012
Int. Cl.: 45

SERVICE MARK
PRINCIPAL REGISTER

Director of the United States Patent and Trademark Office

SCHILLING, ROGER, I. (UNITED STATES INDIVIDUAL)
220 BERRY HILL ROAD
SYOSSET, NY 11791

FOR: ORGANIZING AND CONDUCTING SUPPORT GROUPS IN THE FIELD OF CARE
GIVING FOR THE FAMILY CAREGIVER, IN CLASS 45 (U.S. CLS. 100 AND 101).

FIRST USE 11-5-2008; IN COMMERCE 1-16-2010.

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "CAREGIVER", APART FROM
THE MARK AS SHOWN.

THE COLOR(S)RED, WHITEAND BLUEIS/ARE CLAIMED AS A FEATURE OF THE MARK.
THE MARK CONSISTS OF TWO CONCENTRIC CIRCLES SHADED IN BLUE. IN THE
CENTER OF THE INNER CIRCLE IS A RED HEART WITH TWO CLASPED HANDS SUPER-
IMPOSED THEREON IN WHITE. THE WORDING "CARING FOR THE CAREGIVER" AP-
PEARS INWHITE LETTERING AROUND THE OUTER CIRCLE. THE EDGE OF THE OUTER
CIRCLE IS HIGHLIGHTED WITH WHITE AND BLUE CIRCULAR OUTLINES.

SER. NO. 85-361,250, FILED 6-30-2011.

JEFFREY LOOK, EXAMINING ATTORNEY



REQUIREMENTS TO MAINTAIN YOUR FEDERAL
TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE
DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten Years*®
What and When to File:

First Filing Deadline: You must file a Declaration of Use (or Excusable Nonuse) between the
5th and 6th years after the registration date. See 15 U.S.C. §§1058, 1141k, If the declaration is
accepted, the registration will continue in force for the remainder of the ten-year period, calculated
from the registration date, unless cancelled by an order of the Commissioner for Trademarks or a
federal court.

Second Filing Deadline: You must file a Declaration of Use (or Excusable Nonuse) and an
Application for Renewal between the 9th and 10th years after the registration date.*
See 15 U.S.C. §1059.

Requirements in Successive Ten-Year Periods™
What and When to File:

You must file a Declaration of Use (or Excusable Nonuse) and an Application for Renewal between
every 9th and 10th-year period, calculated from the registration date.*

Grace Period Filings*

The above documents will be aceepted as timely if filed within six months after the deadlines listed above
with the payment of an additional fee.

The United States Patent and Trademark Office (USPTO) will NOT send you any future notice or
reminder of these filing requirements.

*ATTENTION MADRID PROTOCOL REGISTRANTS: The holder of an international registration with
an extension of protection to the United States under the Madrid Protocol must timely file the Declarations
of Use (or Excusable Nonuse) referenced above directly with the USPTO. The time periods for filing are
based on the U.S. registration date (not the international registration date). The deadlines and grace periods
for the Declarations of Use (or Excusable Nonuse) are identical to those for nationally issued registrations.
See 15U.S.C. §§1058, 1141k. However, owners of international registrations do not file renewal applications
at the USPTO. Instead, the holder must file a renewal of the underlying international registration at the
International Bureau of the World Intellectual Property Organization, under Article 7 of the Madrid Protocel,
before the expiration of each ten-year term of protection, calculated from the date of the international
registration, See 15U.S.C. §1141j. For more information and renewal forms for the international registration,
see http://www.wipo.int/madrid/en/.

NOTE: Fees and requirements for maintaining registrations are subject to change. Please check the
USPTO website for further information. With the exception of renewal applications for registered
extensions of protection, you can file the registration maintenance documents referenced above online
at http://www.uspto.gov.
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Anited States Patent and Trabvemark Office ‘?

Reg. No. 4,357,440
Registered June 25,2013
Int. Cl.: 45

SERVICE MARK
PRINCIPAL REGISTER

Acting Director of the Unied States Patent and Trademark Olfice

combdssionaite

HOM/E CAREGIVERS

THE J&JKAISNER CO (PENNSYLVANIA CORPORATION), DBA COMPA SSIONATE HOME
CAREGIVERS

107 PENN LANE

WEST CHESTER, PA 19382

FOR: IN-HOME SUPPORT SERVICES TO SENIOR PERSONS, NAMELY, GERIATRIC CARE
MANAGEMENT SERVICES IN THE NATURE OF COORDINATION OF NECESSARY SER-
VICES AND PERSONAL CARE FOR OLDER INDIVIDUALS; PERSONAL CARE ASSISTANCE
OF ACTIVITIES OF DAILY LIVING, SUCH AS BATHING, GROOMING AND PERSONAL
MOBILITY FOR SENIOR CITIZENS OR MENTALLY OR PHYSICALLY CHALLENGED
PEOPLE, IN CLASS 45 (U.S. CLS. 100 AND 101).

FIRST USE 1-1-2011; IN COMMERCE 1-1-2012.

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "COMPASSIONATE HOME
CAREGIVERS", APART FROM THE MARK AS SHOWN.

THE COLOR(S) WHITE, PURPLE AND ORANGE IS/ARE CLAIMED AS A FEATURE OF
THE MARK.

THE MARK CONSISTS OF A SEVENTEEN PAINT BRUSH STOKE PURPLE HEART WITH
A STAMPED WHITE DOOR WITH TWO STAMPED WHITE FOUR PANE WINDOWS THAT
SYMBOLIZE THE FRONT OF A HOUSE CENTERED BEHIND THE WORD COMPASSIONATE
WRITTEN IN ORANGE SCRIPT WITH THELETTER "P" KNIFING THROUGH THE LETTER
"M" AND "E". THE CAPITALIZED WORDS "HOME CAREGIVERS" FOLLOW IN PURPLE
UPPER CASE LETTERS.

SER. NO. 85-755,071, FILED 10-16-2012.

ELISSA GARBER KON, EXAMINING ATTORNEY
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